Guidelines

on the conclusion of a patent license agreement.

License agreements, notwithstanding the diversity of subjects and types of licenses are have the same principle of construct due general economic nature objects intellectual property and form a single license transfer in market conditions.

Typically used in international trade license contracts contain the following sections (articles): 
1. Preamble.

2. Definitions.

3. The subject of the contract.

4. Technical documentation.

5. Warranty and liability.

6. Payments.

7. Technical assistance.

8. Fees and taxes.

9. Confidentiality of information and documentation.

10. Advertising.

11. Information and statements.

12. Technical improvements and new patents.

13. Protection of patent rights.

14. Expiration date, the conditions of termination.

15. Consequences of the termination of the contract.

16. Force majeure.

17. Arbitration.

18. Other conditions.

It should be borne in mind that at the conclusion of a license agreement it is necessary to reflect the significant amount of information, a lot of technical, legal, commercial and production details of the planned transaction, specify it further conditions, warranties licensor etc. including such data in the treaty would make it extremely cumbersome and difficult interpretation of its provisions. To avoid this, a significant amount of information transmitted shall be made in the application. Internationally, the most commonly used following applications:

1) the list of patents and patent applications;

2) a description of know-how;

3) a list of technical documentation (design and technology);

4) a list of special equipment;

5) guaranteed by the mechanical, technological and those and technical and economic indicators of the licensed products;
6) List of purchased parts and components used in the manufacturing process licensor;
7) ensure environmental performance.

As agreed in the license agreement may include other types of applications, such as: floor ¬ exhaustive list of equipment, samples, and complete units, types of technical assistance, etc.

In an annex to the Agreement may be signed customer contracts for the supply of special equipment, engineering, technical assistance, etc.

On the other hand, the license agreement may be executed in the form of application to other external economic transactions in cases where licenses are sold as companion. The most common license agreements for the license is associated with a contract for the contracting, engineering, industrial cooperation agreements, joint ventures, etc.

Entered into a license agreement partners in the collaboration can agree on amendments and changes to the text of the treaty and its annexes. These additions, which are taken by mutual consent of the parties, may be referred to the extension of the contract, expansion or contraction of the territory, the right of the licensee to sell sub-licenses, review the terms of payment, the granting of exclusive rights in the non-exclusive rights, expansion of exports, the inclusion in the agreement of new applications and others are decorated in writing additions become part of a licensing agreement.

Recommendations for the development of Software License Agreement.
1. The license agreement begins with a preamble, which gives the full name and address of the seller and buyer, hereinafter referred to respectively by the licensor and the licensee. It states that the licensor owns patents, know-how, and he has the knowledge and experience in the production and use of any product or in the implementation process, and the right to license to use and sell to others, and the licensee wishes to purchase at the terms of this license agreement on the use of knowledge, experience and the rights to manufacture, use and sale.
There are cases where a license is not sold the owner design, as a mediator, which acts in the license agreement as a licensor. In this case, the preamble states that the contract referred to in the patents, patent applications and know-how owned by the patentee or the author, given their full name and address, and notes that the patent granted to the author or licensor the right to conduct negotiations on its behalf for the sale licenses and conclusion of appropriate agreements. Keep in mind that buyers and sellers of licenses stages of negotiation and signing of license agreements may involve intermediaries by entering into an ordinary agency contracts (brokers), contracts of agency (agent) and contracts committee (commission). Broker and attorney, as a rule, are not parties to the license agreement, while on a commission intermediary (broker) may be a party to the license agreement, ie be the licensor or licensee. In this case, and if the principal gave the attorney the right to sign a license agreement on behalf of the principal, the preamble should reflect the basis on which the mediator the right to sign the contract or to act as licensor or licensee.
Patentees often serve several authors who are natural persons. Because as a licensor should serve only one person, the preamble should list all patent holders and state that they have provided to one of them the right to negotiate and enter into a license agreement on behalf of the patent holders. The preamble states his name, first name and passport data.
2. In an article entitled "Definitions" is given the interpretation used by the license agreement terms. Agreed in advance and clear the basic concepts and terms to the success of the contract, provide an opportunity to reduce the text and to avoid different interpretations used by partners in the contract terms.
Below are some basic definitions used in the licensing agreement.

Patents - owned by the licensor (or assignee) and is in agreement patents and patent applications, and patents that will be received to these requests.
Know-how - the experience, knowledge, special technical skills and secrets that are necessary and sufficient for the implementation of the process for the production, quality control, maintenance and repair products produced under the license, and for the production and use of special equipment.
Products under license - the name and class number of products, which will be made by the licensee in accordance with the technical documentation, knowledge and experience gained from the licensor. Technical and economic characteristics of the product must not be lower than those guaranteed by the licensor.
Special products - production, which is a modification or similar products under the license, the licensee is developed based on the use of patent rights, know-how, knowledge and experience, it has received from the licensor under this license agreement.
Process - the process and a special method used by the licensor in the production, testing, quality control and repair products under license.
Technical documentation - set design and technical documentation necessary for production under license or for the process, which consists of the specification, drawings, plans, recipes, descriptions, instructions, and other materials necessary for the use of equipment, including special.
Equipment - technology, measuring and test equipment, industrial equipment, tools and instruments, which are recommended for use by the licensee to manufacture products under license, or the process.
Special equipment and process - developed by the licensee product (or process), using technical solutions and expertise to him by the licensor under the agreement and contained in the product is licensed or in the process.
Territory - the list of countries in which the rights to use patents or know-how. Depending on the extent of the rights granted in the agreement, various definitions:

- The territory of the exclusive rights - the list of countries where the licensee is granted the exclusive right to manufacture, use and sell products under the license or use of the process;

- The territory of non-exclusive rights - the list of countries where the licensor retains the right to license the use of the object and transfer them to third parties;

- Zone exports - the list of countries in which the licensee has the right to export products under license.
Start of production - production date agreed upon number of the first examples of products under license from the technical and economic characteristics, the achievement of which ensures the licensor. Start of production is usually confirmed by an act which the licensor and the licensee shall sign when starting the first production batch of products under license. Often this is due to the payment of a certain part of the licensor a license fee.
Selling price - the actual price at which the licensee sells products under license in certain basic conditions. It is normally set as the price of net ex-factory.

The reporting period - the period after which the licensee must provide the licensor report on its activities to fulfill the terms of the license agreement. The beginning of the first reporting period shall be the date the agreement enters into force.
3. In "Subject matter" is fixed license matter, the scope of rights and conditions for its transmission, types and amounts of technical and other assistance needed to use the invention, and other industrial property rights in enterprises licensee. At the beginning of the article is usually indicated in the contract that said rights are granted for a fixed period of time and there a fee, the amount and terms of payment shall be specified in the contract. This article should be clearly stated position on what kind of license is the subject of the contract (non-exclusive, exclusive or full) and that these rights apply - for the entire cycle of production, use and sale of items license or only on certain operations.

It should articulate in detail what kind of license is available in the exclusive rights, and non-exclusive rights in the area of ​​exports, and how much is allowed to make in these areas to the licensee, which rights or restrictions are required for the licensor.

Further, the article states that the licensor to grant Licensee technical documentation, technical assistance and supplies, if the contract so provides, product samples, components and materials, special equipment, provides for the sale by the licensee sublicenses to third parties and the need for prior approval from the licensor of its conditions.
4. In "Technical documentation" are defined scope and the conditions of its transmission licensee. The list of design and technical documentation is attached to a license agreement. The article indicates the language in which to communicate technical documentation is compiled, number of copies, location (city) and time of transmission. Technical documentation is usually transmitted either at a meeting of the licensor and the licensee, or sent by airmail. The date is the date of transfer of documentation signed by the representatives of the parties to acceptance of the act or the date stamp on the postal invoice Licensee for a certain period after the transfer has the right to verify the completeness and accuracy of the technical documentation and, if not notify the licensor. The date of the transfer of technical documentation in this case will be the date of dispatch licensor missing or corrected documentation.
5. Article "Warranty and Liability" provides a number of guarantees and liability of the parties to the legal, technical and operational issues, and concerns and their relationships. Licensor guarantees their rights to the extent necessary to patents, patent applications and trade secrets relating to the license. It is noted that at the time of signing the agreement the licensor is not aware of the rights of third parties who might be affected in case of granting the license. Licensor warrants to the technical feasibility of the process, the production of the licensee products under license from the technical and economic characteristics stipulated in the contract, provided that the licensee's technical specifications, manuals and other technical documentation licensor. States that will be supplied to the technical documentation of complete, high quality, made to reflect the latest licensor and licensee will learn the licensed production with parameters that will not be worse than that of the licensor. The article states that the provision of technical assistance and the transfer of know-how that is not in the technical documentation will be made by qualified experts in the necessary volume.

For its part, the licensee ensures quality manufacturing products under license in accordance with the technical documentation and know-how obtained from the licensor. In case of any breach of this article the guilty party shall pay the other party incurred in connection with the direct losses. The scope and content provided by the licensor warranty regarding the feasibility and performance indicators are usually given in the application, the license agreement. Keep in mind that the volume of guarantees is directly dependent on the stage of development of the innovation. The most comprehensive warranty can be given to the licensee, if the contract he transferred the rights to use the development in the design phase, "mastered the production innovation."
Sometimes the licensor, to seek the maximum price for the license, includes such factors as assured for the products under license, which has not yet been achieved in the production process. It's too risky and can lead to large losses by both parties to the contract.

6. In "Payments" set the size of license fee and terms of payment. Remuneration agreed by the parties is the compensation for the granting of rights to use patents and know-how, transfer of technical documentation, expertise, technical assistance and other fixed text in the license contract services provided by the licensor, as well as for the supply of equipment, models, components and raw materials if the latter occurs. Rate of royalty should not only offset the cost of the licensor to provide a license, but also to ensure they receive optimal return. In this article, the most commonly used three alternative payments:

1) based on the percentage of deductions from the value of sold goods by the licensee under the license (royalty);
2) lump sum, ie lump sum or progress payments;

3) the combined option where a certain amount is paid by the licensee in a single payment, and the rest - like royalty. It should be noted that technical assistance, supply of equipment, models, components, etc. may be paid for separately.
7. In "Technical assistance" is defined types and the amount of technical assistance related to the development of production under license at the licensee's facilities. Licensor, assistance in training methods and techniques licensee work related to the production of products under license. Licensor agrees to accept the licensee professionals in their companies, as well as in enterprises of their sub-contractors and customers, producing the product, its components, parts or other intermediates.

If necessary, the parties stipulate in the contract the licensee's immediate work professionals at manufacturing sites, laboratories and test sites from the licensor. The costs associated with the secondment of experts licensee, their stay in the country, the licensor, the licensee would normally be. On the other hand, this article contains the obligation of the licensor to send the request of the licensee for an agreed period of a number of specialists to assist in the development of products for the business license by the licensee. Specifies the number and professional conditions of their stay and pay the licensee. All costs associated with the secondment of experts, as a rule, is the licensee. When large volumes of non-standard forms and technical assistance content of this article may be made in a separate application.
8. The article "Fees and taxes" deals with the payment of fees and taxes related to the negotiation and implementation of a licensing agreement, as well as currency exchange and transfer payments by the licensee. Usually, all fees, taxes and other charges levied by the licensee in the country and in the contract, is the licensee, the licensor in the country - the licensor.

9. In "Privacy Information and Documentation" contains the obligation of the licensee to ensure the confidentiality of documents, knowledge and experience as a HR business licensee and its sub-licensees with the necessary measures. For this purpose, to the documentation and information should be made aware, only those of the staff and its sublicensees the licensee that are directly related to the production of products under license. Licensee cooperation partners are familiar with the necessary part of the documentation and information as required to keep secret the information. Obligation of confidentiality takes on the licensor. In the case of disclosure of information contained in these documents and information, the guilty party must pay the other party direct losses. These obligations must be met within a specified time after the expiration or early termination of the license agreement.
10. In "Advertising" provides for the obligation of the licensee's own expense to advertise products manufactured under license in such a way to maximize its sale. Licensor shall have the right to authorize or require the licensee and its sublicensees specified in the relevant promotional materials for products and packaging that the products produced under the license the licensor.
11. In "Information and Statements" establishes the duties and procedures for providing information about the licensee's use of the license for the period, which includes a summary of the accounting data produced, sold and used products under license, as well as selling prices. The article may be a right to check the licensor of accounting data as a licensee, and with the involvement of audit firms.

In that case, if the contract provides for lump-sum form of remuneration, this article is usually absent.
12. In "Technical improvements and new patents" are defined relationship between the parties a license agreement to create new technical solutions related to the product under license, process, special products, technical or specialized equipment. The agreement sets out the obligation to inform each other of all they create improvements and new developments, and to offer them first to the partner under the license agreement. In case of a patentable technical solutions and know-how, inventive, new developments are usually offered on a commercial basis, the development of non-patentable or minor know-how - free of charge.
13. Article "The protection of patent rights." The article refers to the recognition of the rights of the licensor actually licensee of the patent, or other documents of title, as well as the obligation not to challenge them during the term of the license agreement. In cases of illegal use of inventions or other industrial property rights, are the subject of the license agreement in the contract by third parties licensee shall own or based on an agreement with the licensor to take the necessary measures to stop the illegal actions of third parties. If the licensee, its cooperation partners, suppliers or clients to present a claim by third parties on the license associated with the licensee's violation of their patent rights, the licensee shall notify the licensor, and together with him to settle such claims or to provide legal defense. The contract for the participation of the parties to the expenditure or receipt of amounts due to a court decision or an agreement between the plaintiff and the defendant.
14. The article "The validity, conditions for terminating the contract." In this paper the validity period, the terms of the treaty's entry into force, the procedure of extension or early termination. The order of entry into force is determined by agreement of partners, recorded in the license agreement. In this case, they need to consider legislation governing this order in the licensor and the licensee. In Belarus, the entry into force of domestic licensing agreements determined by the date of registration in the NCIP.

In cases where the entry into force due to the necessity of its approval by the competent governmental or other authority, the date of entry into force date of receipt of written notice of approval.

Violation of one of the parties to the essential terms of the license agreement entitles the other party to its early termination. Should be clearly defined those articles and items that are essential conditions. These may include non-payment of fees, failure to deliver technical documentation, breach of agreement on the territory, the excitement licensee lawsuit against the licensor, licensee ad insolvency, bankruptcy, etc. Usually the guilty party has time to correct the violation.
The license agreement may be extended to the end of his action, which by a written supplement to the contract.

15. The article "Effects of termination of the contract." Licensee during the negotiations seeking to fix the right partner after termination keep all received documents from each other, as well as their right to unrestricted use, produce and sell products under license, to use the process know-how with all the improvements to them as licensee developed independently, and it has received from the licensor.

Licensor, in turn, seeks to include in the contract provisions prohibiting the licensee to enter into new contracts for the products under license, the termination of the process of production under license and return to the technical documentation at the end of the term of the license agreement.

The item is usually included a reservation that the licensee shall not be entitled to produce and sell the products under license, to use the process, patents and know-how, are the subject of a license agreement, and returns the technical documentation in case of early termination of the contract due to a violation of its licensee.

After the termination of the license agreement its provisions apply as long as the issues are resolved payment obligations which have arisen during the period of the contract.
16. The article "Force Majeure." The course of performance of the contract may affect unforeseen and unavoidable emergency events. They are called acts of God or force majeure. These are usually related to fires, floods, earthquakes, other natural disasters, epidemics, war, strikes, government measures to prevent the fulfillment of contractual obligations.

The article should be listed force majeure, upon the occurrence of which the parties are obliged to immediately inform each other and acknowledge the certificate issued by the Chambers of Commerce of the countries concerned. Terms of contractual obligations accordingly relegated. If these circumstances last longer than the term of the contract (for example, 3 months), any party may terminate the license agreement by written notice in advance (eg, 30 days) the other party of its intention. In which case he must return the licensee all amounts received under the license agreement, and the licensee shall return to Licensor the technical documentation and shall not use the rights given under the license agreement.
17. The article "Arbitrage". The article states that in the event of disputes and disagreements between the partners on issues related to the licensing agreement, they should take all measures to solve their disputes peacefully through negotiations. Only in cases where a settlement is not possible, the party - the plaintiff goes to arbitration. Settlement of disputes by arbitration can be carried out by one of the following: the place of arbitration signing of the license agreement, arbitration at the location of the defendant, arbitration in a neutral country. The article can be specified organization of arbitration.
18. "Other conditions". This specifies that the rights under this Agreement may not be assigned any of the parties to the contract by any legal and natural persons without the written permission of the other party. In the case of reorganization (merger, acquisition) of one of the parties to the license agreement, all rights and obligations are transferred to its successor. All changes and additions to the contract must be made in writing by the authorized representatives of the parties and if necessary, approved by the competent authorities. Further, the article states that the application for a license agreement is an integral part.

The text of the agreement ends indicating the location of its signature, the date, the number of copies and pages, and the language in which the text is made. The following are legal addresses of the parties at their place of registration and the list of applications to the licensing agreement. The text of the agreement signed by authorized representatives of each party, whose powers are defined in either their office or properly executed proxy.
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